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DETAILED ACTION 

This action is responsive to the paper(s) filed 7/28/06 and 9/5/06. 

Claim Objections 

1 . Claims 19, 61 , 65 are objected to because of the following informalities: 

■ Claim 19, "means for" should be inserted before each instance of "checking". 

■ Claim 61 , "computer program product means for" should be inserted before 
each instance of "computing". 

■ Claim 65 does not further limit the structure of the system/apparatus, but 
rather states where such system/apparatus is located. The location of an 
article does not serve to define the structure of the article. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 14, 21 , 72, 73 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

■ Claim 14 is an apparatus claim, yet appears to describe how the apparatus is 
used rather than structural features of the apparatus. The body of claim 8 
has structure (by way of the means for elements), but there is no structure 
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claimed in 8 or 14 which provides any structural connection to any type of 
network. 

■ Claim 21 is an apparatus/program on a medium claim, yet appears to 
describe how the apparatus es used rather than programmed features of the 
apparatus/medium. The body of claim 15 has structure (by way of the code 
means for elements), but there is no structure claimed in 21 or 15 which 
provides any network connections or programmed capabilities. 

■ Claim 72, it is unclear what structure is being further limited by the claim. The 
claim appears to be more of a method claim which is confusing. 

■ Claim 73, it is unclear what structure/programming is being further limited by 
the claim. The claim appears to be more of a method claim which is 
confusing. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-5, 7-12, 14-19, 21-31, 33, 35-44, 46, 48-57, 59, 61-62, 65, 66 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Fajkowski 
(US6932270). 
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Regarding claims 1, 2, 3, 8-10, 15-17, 27, 30, 41, 44, 54, 57, Fajkowski teaches 
systems and methods for storing electronic coupons, associating them with customers, 
presenting them at a retail POS and redeeming them. A user is provided with a card 
which provides a userlD [4:6-8]. The card is used to associate selected coupons from a 
plurality of available coupons from different sources (by scanning paper coupons, by 
selecting coupons at a kiosk or by downloading coupons from the Internet) with the 
user's account in a database [3:63-65, 6:1-5, 6:22-25]. When the card is presented at 
the POS along with products to be purchased, the POS system determines what 

* 

coupons of the user's collection of selected coupons are redeemable given the user's 
potential purchases; the system displays these coupons on the display [16:18-31, 
17:31-33, 4:25-35]. Fajkowski teaches that the coupon eligibility parameters (product 
name, required size, quantity or combination of items required, expiration) may be 
stored on the card in order to determine applicable coupons at the POS [10:17-26]. 
Applicant admits that mutual exclusivity is a restrictive, eligibility coupon parameter 
often used [spec page 1 lines 21-22]. It would have been obvious for one of ordinary 
skill in the art at the time of the invention to have stored and analyzed other well known 
coupon restriction rules such as whether other coupons can be used in combination 
with a coupon. Doing so would enable the system to process and accurately display a 
wide variety of eligible coupons, including those with exclusivity rules. Examiner will 
now address the limitations associated with checking if eligible coupons also meet 
optimization parameters. Applicant has admitted that customers frequently have a 
collection of eligible coupons from which to choose, leaving the consumer with the task 
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of determining which subset of eligible coupons to use. It has been done manually, but 
it is admittedly difficult in certain situations [spec pg 2 lines 11-19]. Historically checkout 
clerks inherently were required to possess the ability to determine coupon eligibility, 
else fraudulent coupon redemption would be possible. One of ordinary skill would 
consider it to be a matter of good customer service for a checkout clerk to assist a 
customer regarding which coupons could be used (i.e. eligibility) as well which subset of 
coupons would most benefit the customer for example helping a customer who asks 
"which coupon(s) would save the most money?". There should be no doubt that 
consumers frequently use coupons in order to get the best savings. It would have been 
obvious to one of ordinary skill at the time of the invention to have provided assistance 
to customers faced with navigating the coupon rules and options imposed by the 
retailer. Fajkowski's system accomplishes the automated eligibility determination in the 
manner of an Expert System (a computer system programmed to replace a human clerk 
having the knowledge to determine eligibility for the universe of participating coupons 
and their restrictions/parameters). Fajkowski's system is also quite intelligent in that it 
can recommend an additional purchase when a consumer possesses a valuable 

* 

coupon, but has not fully met the purchasing qualifications (perhaps the user chose the 
wrong size product) [19:38-43]. This is another example of an Expert System capability. 
Fajkowski's system has been argued to lack presentation to the consumer of a subset 
of all eligible coupons according to price optimization, yet it would have been obvious to 
one of ordinary skill at the time of the invention to have provided this desired but 
heretofore manual capability in an automated manner. See Automating a manual 
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activity - MPEP 2144.04(111). In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 
1958). 

Regarding claims 4, 11, 18, Fajkowski teaches that coupons could be displayed 
which are not fully eligible along with the reasoning for their near-eligible status, such as 
the product is the wrong size [19:38-43]. It would have been obvious for one of ordinary 
skill in the art at the time of the invention to have displayed a similar message when a 
user has not presented the proper quantity or combination of products [these 
parameters are disclosed at 10:22-23] when possessing a coupon with such size or 
quantity restrictions. Both of these examples are taken to provide a teaching of 
recommending the missing product to the customer for more discounts. 

Regarding claims 5, 12, 19, 35, 48, 61, 65, 66, Fajkowski teaches that the 
coupons may at least be stored at a third party site (Internet) or kiosk (retailer site). The 
system is taken to reside at the retailer site. 

Regarding claims 7, 14, 21, the network is described as the Internet. 

Regarding claims 22, 23, 36, 37, 49, 50, 62, Fajkowski's determination of 
coupons specific to products presented is taken to provide a step of computing a set of 
coupons dependant upon a user's set of coupons as well as upon the order information. 
The step of determining if the computed coupon set complies with redeeming conditions 
is met by inspecting the other various criteria such as expiration, etc. 

Regarding claim 24, 38, 51 , if in Fajkowski a customer provides a coupon that 
does not comply with redemption criteria, the customer is free to return another time 
with a another set of coupons. 
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Regarding claims 25, 26, 39, 40, 52, 53, Fajkowski teaches that while compliant 
coupons are shown at the POS, the customer may wish to investigate why some 
coupons were non-complaint [19:21-25]. The POS may be used to display all coupons 
that were non-compliant [19:44-53]; it would have been obvious for one of ordinary skill 
in the art at the time of the invention to have displayed non-compliant coupons for any 
non-compliant criteria including the suggested mutually exclusive criteria above. 

Regarding claims 28, 29, 42, 43, 55, 56, Fajkowski teaches that the user may 
save shopping lists with specified coupons for the products on the list to be used on 
future shopping trips. Fajkowski also teaches the idea of issuing a rain check for a 
coupon item the user wishes to purchase, but where the item is currently unavailable. 
The system will save such a list of rain-checked product(s) for later use. In either case, 
future use of the saved lists are taken to meet the broad "comparing" by a user. 

Regarding claim 31, Fajkowski teaches that a user may be provided with reports 
of coupon usage and savings [13:5-7, 17:48-63]. User acceptance for redemption of 
the displayed eligible coupons provides a viewing of reports of coupon usage. 

Regarding claim 33, 46, 59, the system is taken to inherently use an AND 
condition for a coupon having plural redemption conditions (expiration date and product 
size, for example). 

Claims 3, 10, 17 (alternatively) and 34, 47, 60, 64 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Fajkowski in view of Beach et al 
(US2002/01 07738). 
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Beach et al also teaches user collection of e-coupons which are redeemed at the 
POS [para. 13]. Beach et al teaches that coupons can be recommended to the user 
based on his user profile [para. 35 (middle of page)]. It would have been obvious for 
one of ordinary skill in the art at the time of the invention to have suggested coupons for 
the user based on his profile so that the user can be conveniently targeted with offers 
that are likely to be accepted and purchased. These recommendations are taken to be 
optimal or near optimal recommendations. 

Claims 1-5, 7-12, 14-19, 21-31, 33, 35-44, 46, 48-57, 59, 61-62, 65, 66 are 
alternatively rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fajkowski (US6932270) in view of Marmon (US4446528). 

Regarding claims 1, 2, 3, 8-10, 15-17, 27, 30, 41, 44, 54, 57, Fajkowski teaches 
systems and methods for storing electronic coupons, associating them with customers, 
presenting them at a retail POS and redeeming them. A user is provided with a card 
which provides a userlD [4:6-8]. The card is used to associate selected coupons from a 
plurality of available coupons from different sources (by scanning paper coupons, by 
selecting coupons at a kiosk or by downloading coupons from the Internet) with the 
user's account in a database [3:63-65, 6:1-5, 6:22-25]. When the card is presented at 
the POS along with products to be purchased, the POS system determines what 
coupons of the user's collection of selected coupons are redeemable given the user's 
potential purchases; the system displays these coupons on the display [16:18-31, 
17:31-33, 4:25-35]. Fajkowski teaches that the coupon eligibility parameters (product 
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name, required size, quantity or combination of items required, expiration) may be 
stored on the card in order to determine applicable coupons at the POS [10:17-26]. 

■ 

Applicant admits that mutual exclusivity is a restrictive, eligibility coupon parameter 
often used [spec page 1 lines 21-22]. It would have been obvious for one of ordinary 
skill in the art at the time of the invention to have stored and analyzed other well known 
coupon restriction rules such as whether other coupons can be used in combination 
with a coupon. Doing so would enable the system to process and accurately display a 
wide variety of eligible coupons, including those with exclusivity rules. Examiner will 
now address the limitations associated with checking if eligible coupons also meet 
optimization parameters. Applicant has admitted that customers frequently have a 
collection of eligible coupons from which to choose, leaving the consumer with the task 
of determining which subset of eligible coupons to use. It has been done manually, but 
it is admittedly difficult in certain situations [spec pg 2 lines 11-19]. Historically checkout 
clerks inherently were required to possess the ability to determine coupon eligibility, 
else fraudulent coupon redemption would be possible. Marmon teaches that shopping 
can get quite complicated when pricing systems are combined with cents off coupons 
and retailers offer to double or triple coupons [col 1 lines 38-42]. Fajkowski provides a 
calculating tool for optimizing purchasing decisions affected by the complex pricing 
combinations that include coupons [col 1 lines 50-60]. Marmon notes that the consumer 
is confronted with many price-affecting choices related to coupons and that he usually is 
seeking low prices [col 2 lines 53-57]. Understanding the choice of optimum purchase 
requires and understanding of coupon procedures (i.e. rules) and unit pricing 
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techniques [col 3 lines 20-22]. The calculations done by the system of Fajkowski 
consider the impact of the coupon and the optimum choice, i.e. lowest until price is 
indicated to the user [col 3 lines 51-53]. Fajkowski's system accomplishes the 
automated eligibility determination and it would have been obvious to one of ordinary 
skill at the time of the invention to have also provided automated coupon optimization 
assistance (i.e. indicating the best coupon(s) to use in order to best reduce the price 
given the subset of eligible coupons possessed) to customers faced with navigating the 
coupon rules and options imposed by the retailer. This would enable the customer to 
most benefit from his coupons, delivery the lowest prices as is generally desired as well 
as encourage purchasing of retailer products. 

Regarding claims 4, 11, 18, Fajkowski teaches that coupons could be displayed 
which are not fully eligible along with the reasoning for their near-eligible status, such as 
the product is the wrong size [19:38-43], It would have been obvious for one of ordinary 
skill in the art at the time of the invention to have displayed a similar message when a 
user has not presented the proper quantity or combination of products [these 
parameters are disclosed at 10:22-23] when possessing a coupon with such size or 
quantity restrictions. Both of these examples are taken to provide a teaching of 
recommending the missing product to the customer for more discounts. 

Regarding claims 5, 12, 19, 35, 48, 61 , 65, 66, Fajkowski teaches that the 
coupons may at least be stored at a third party site (Internet) or kiosk (retailer site). The 
system is taken to reside at the retailer site. 

Regarding claims 7, 14, 21, the network is described as the Internet. 
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Regarding claims 22, 23, 36, 37, 49, 50, 62, Fajkowski's determination of 
coupons specific to products presented is taken to provide a step of computing a set of 
coupons dependant upon a user's set of coupons as well as upon the order information. 
The step of determining if the computed coupon set complies with redeeming conditions 
is met by inspecting the other various criteria such as expiration, etc. 

Regarding claim 24, 38, 51 , if in Fajkowski a customer provides a coupon that 
does not comply with redemption criteria, the customer is free to return another time 
with a another set of coupons. 

Regarding claims 25, 26, 39, 40, 52, 53, Fajkowski teaches that while compliant 
coupons are shown at the POS, the customer may wish to investigate why some 
coupons were non-complaint [19:21-25]. The POS may be used to display all coupons 
that were non-compliant [19:44-53]; it would have been obvious for one of ordinary skill 
in the art at the time of the invention to have displayed non-compliant coupons for any 
non-compliant criteria including the suggested mutually exclusive criteria above. 

* 

Regarding claims 28, 29, 42, 43, 55, 56, Fajkowski teaches that the user may 
save shopping lists with specified coupons for the products on the list to be used on 
future shopping trips. Fajkowski also teaches the idea of issuing a rain check for a 
coupon item the user wishes to purchase, but where the item is currently unavailable. 
The system will save such a list of rain-checked product(s) for later use. In either case, 
future use of the saved lists are taken to meet the broad "comparing" by a user. 
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Regarding claim 31, Fajkowski teaches that a user may be provided with reports 
of coupon usage and savings [13:5-7, 17:48-63]. User acceptance for redemption of 

■ 

the displayed eligible coupons provides a viewing of reports of coupon usage. 

Regarding claim 33, 46, 59, the system is taken to inherently use an AND 
condition for a coupon having plural redemption conditions (expiration date and product 
size, for example). 

Claims 3, 10, 17, 34, 47, 60, 64 are alternatively rejected under 35 
U.S.C. 103(a) as being unpatentable over Fajkowski in view of Beach et al 
(US2002/01 07738). 

Beach et al also teaches user collection of e-coupons which are redeemed at the 
POS [para. 13]. Beach et al teaches that coupons can be recommended to the user 
based on his user profile [para. 35 (middle of page)]. It would have been obvious for 
one of ordinary skill in the art at the time of the invention to have suggested coupons for 
the user based on his profile so that the user can be conveniently targeted with offers 
that are likely to be accepted and purchased. These recommendations are taken to be 
optimal or near optimal recommendations. 

Response to Arguments 

Applicant re: claim 65 argues that defining where the system is located further 
defines the system. Examiner disagrees. What structure of the apparatus is further 
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being defined? A widget is a widget whether it is inside or outside or in a drawer or on 
the floor. 

Applicant argues that the art does not teach a user defining optimization 
parameters. The new rejection above addresses the concept that the user desires to 
optimize according to price, for example. 

Applicant argues that the art fail to teach mutual exclusivity. However applicant 
admits these are well known usage restrictions/parameters. Given this admitted 
evidence, the examiner believes one of ordinary skill would find it obvious to respect 
these parameters when presenting eligible coupons. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

■ Aggarwal et al (7013286) teaches electronic coupon redemption and a 

system that determines eligible coupons as well as helps the customer decide 
what coupon(s) to use if the customer reveals what coupons he has [col 1 2 
lines 44-50]. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 571-272- 
6716. The examiner can normally be reached on Mon-Fri 8a-5:30p, (work from home 
on Thursdays). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



supervisor, Eric Stamber can be reached on (571)272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 3622 
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